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DETAILED ACTION 
Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 57 and 70 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 57 recites "at least one of the conductive members defines an interior 
lumen" in 11. 1-2. However, there is no mention of the conductive members having an 
interior lumen in the specification. 

Claim 70 recites "each jaw assembly includes two or more jaw support members" 
in 11. 1-2. However, there is no mention of the possibility of more than one jaw support 
member in each jaw assembly in the specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 55 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 55 recites the limitation "said portion" in In. 2. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent iinless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication ia this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

Claims 76 and 81 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Parins et al. (US 5908420). 

Regarding claim 76, Parins discloses first [60] and second [62] jaw assemblies 
[Fig. 6], the jaw assemblies being movable between open and closed positions, each jaw 
assembly having an elongated electrically conductive member [123, 122], the conductive 
members in face to face relation and conncctiblc to a bipolar energy power source [col. 5, 
11. 15-20] so as to be of opposite polarity, each jaw assembly including an intemal jaw 
support member [132, 134, Fig. 6] and an insulative cover [86, 87] that sufficiently 
surrounds the intemal jaw support member to prevent contact of such intemal jaw 
support member with the selected ablation area [Fig. 6]. 

Regarding claim 81, Parins discloses first [60] and second [62] jaw assemblies 
[Fig. 6], the jaw assemblies being movable between open and closed positions, each jaw 
assembly having an elongated electrically conductive member [123, 122], the conductive 
members in face to face relation and connectible to a bipolar energy power source [col. 5, 
11. 15-20] so as to be of opposite polarity, each jaw assembly including an intemal jaw 
support member [132, 134, Fig. 6] and an insulative cover [86, 87] that completely 
surrounds the intemal jaw support member [Fig. 6]. 
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Claims 50, 54, 56-58, 67-69 and 71-75 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Paraschac (US HI 745). 

Regarding claim 50, Paraschac discloses an ablation apparatus comprising first 
[1 16] and second [1 17] jaw assemblies [Fig. 5], the jaw assemblies being movable 
between open and closed positions, each jaw assembly having an elongated electrically 
conductive member [147, 148], the conductive members in face to face relation and 
connectible to a bipolar energy power source [col. 7, 11. 5-9] so as to be of opposite 
polarity, each jaw assembly including an internal jaw support member [123, 124] and an 
insulative cover [134, 164, 146, 156] that surrounds the internal jaw support member 
[Fig. 5], wherein the internal jaw support member is insulated relative to and does not 
contact the conductive member of the respective jaw assembly. The insulative cover is 
interpreted as surrounding the internal jaw support member when the jaws are in a closed 
position around the intemal jaw support member. 

Regarding claim 54, Parashac discloses each jaw assembly has a clamping surface 
[inner surfaces of 1 16 and 117, Fig. 5] having a width, and each conductive member has 
a tissue contacting portion with a width [widths of elements labeled 119 and 1 18 in Fig. 
5], and wherein each tissue contacting portion's width can be seen to be less than the 
width of the associated clamping surface. 

Regarding claim 56, Paraschac discloses the conductive member is generally 
centrally located relative to the clamping surface [Fig. 5]. 

Regarding claim 57, both conductive members define an interior lumen [120, 

121]. 
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Regarding claim 58, Paraschac discloses each jaw assembly has a clamping 
surface [inner surfaces of 1 16 and 117, Fig. 5] and a portion of the clamping surface is 
disposed on each side of the conductive member [Fig. 5]. 

Regarding claim 67, it is inherent that each jaw assembly includes an opening 
disposed for receiving a respective conductive member therein, since there is a 
conductive member within each jaw assembly. 

Regarding claims 68 and 73, it is inherent that each insulative cover includes an 
opening disposed for receiving a conductive member therein since each insulative cover 
[134, 164, 146, 156] surrounds its respective conductive member [147, 148]. The 
opening can also be interpreted as a groove. 

Regarding claim 69, each jaw assembly has a clamping surface [inner surfaces of 
1 16 and 1 17, Fig. 5] and each insulative cover [134, 164, 146, 156] is located on each 
side of the respective elongated conductive member [Fig. 5] of the corresponding jaw 
assembly and forms the clamping surface. 

Regarding claim 71, Paraschac discloses each elongated conductive member 
protrudes through an opening in the respective insulative cover [Fig. 5]. 

Regarding claim 72, Paraschac discloses each jaw assembly has a clamping 
surface and each elongated conductive member is substantially flush with the respective 
clamping surface [Fig. 5, e.g. 118 is flush with 134]. 

Regarding claim 74, Paraschac discloses each insulative cover insulates the 
corresponding internal jaw support member fi-om the conductive member [Fig. 5, e.g. 
insulative cover 146 and 134 of jaw 1 16 insulates internal jaw support member 123 fi-om 
conductive member 147]. 
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Regarding claim 75, Paraschac discloses the clamping surface is insulative, since 
clamping surface [inner surface of 1 16, Fig. 5] includes insulative parts [146, 134]. 

Claims 50, 54, 56, 58, 67-70 and 72-75 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kamiyama et al. (US 5151102). 

Regarding claim 50, Kamiyama discloses first and second jaw assemblies [10, 
Fig. 2], the jaw assemblies movable between open and closed positions, each jaw 
assembly having an elongated electrically conductive member [lOf] in face to face 
relation [Fig. 4], connectable to a bipolar energy power source [col. 2, 11. 19-23], each 
jaw assembly including at least one internal jaw support member [10b, Fig. 4] and 
including an insulative cover [10a] that surrounds the internal jaw support members, 
wherein the internal jaw support member is insulated relative to the conductive member 
[lOf] of the respective jaw assembly [Fig. 4]. 

Regarding claim 54, Kamiyama discloses each jaw assembly has a clamping 
surface [surface of element 10 in Fig. 4] with a width and each conductive member has a 
tissue contacting portion with a width [lOf] and wherein each tissue contacting portion 
has a width that is less than the width of the associated clamping surface [Fig. 4]. 

Regarding claim 56, Kamiyama discloses each conductive member [lOf] is 
located generally central to the associated jaw assembly [Fig. 4]. 

Regarding claim 58, Kamiyama discloses each jaw assembly has a clamping 
surface [surface of element 10 in Fig. 4], and a portion of the clamping surface is 
disposed on each side of the conductive member [lOf, Fig. 4]. 

Regarding claims 67, 68 and 73, it is inherent that there is an opening in the 
insulative cover [10a] disposed for receiving the respective conductive member [lOf] 
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within each jaw assembly since the conductive member is seen as being within the 
insulative cover of each jaw member [Fig. 5]. The opening can also be considered a 
groove. 

Regarding claim 69, Kamiyama discloses each jaw assembly has a clamping 
surface [surface of element 10 in Fig. 4] and each insulative cover [10a] is located on 
each side of the respective elongated conductive member of the corresponding jaw 
assembly and forms the clamping surface [Fig. 4]. 

Regarding claim 70, Kamiyama discloses at least two intemal jaw support 
members [Fig. 4, 10b] on each jaw. 

Regarding claim 72, Kamiyama discloses each jaw assembly has a clamping 
surface [surface of element 10 in Fig. 4] and each elongated conductive member [lOf] is 
flush with the respective clamping surface [Fig. 5]. 

Regarding claim 74, Kamiyama discloses the insulative cover [10a] insulates the 
corresponding intemal jaw support member [10b] from the conductive member [lOf] 
[col. 2, 11. 29-34]. 

Regarding claim 75, the clamping surface [surface of element 10 in Fig. 4] is 
insulative since it includes the surface of insulative cover [10a]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the maimer in which the invention was made. 
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Claim 55 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Paraschac, as applied to claim 50 above. 

Regarding claim 55, Paraschac teaches the claimed invention except for the 
specific length and width of the conductive members. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the length 
and width of the conductive members since it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable 
ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Allowable Subject Matter 

Claims 77-80 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments with respect to claims 50, 54-58, 67-69, 71-73 and 75-81 
have been considered but are moot in view of the new ground(s) of rejection. 

New reference Parins (US 5908420) has been added to address claims 76 and 81 
as seen above, and a new interpretation of Paraschac has been applied, also as seen in the 
above rejections. 

Applicant's arguments filed 7/17/08 regarding the 35 USC 103 rejections by 
Kamiyama have been fiiUy considered but they are not persuasive. With respect to 
applicant's argument that the insulative cover [10a] fails to surround jaw support member 
[10b], the examiner submits that there is no claim language which necessitates the 
complete enclosure of the internal jaw support member by insulative cover, and the 



Application/Control Number: 10/015,868 Page 9 

Art Unit: 3739 

definition of "surround" [to fonn m enclosure round; encircle^] is broad enough to 
encompass the relation between the elements 10a and 10b as disclosed by Kamiyama. 
With respect to applicant's arguments that internal jaw support members [10b] reduce 
mechanical strength of the jaw component, the examiner would like to point out that 
Kamiyama states that only over a certain surface area ratio do the intemal jaw support 
members because to cause lowering of mechanical strength, and the invention of 
Kamiyama intentionally avoids this in order to prevent loss of mechanical strength [col. 
3, 11. 18-34]. Therefore, with the ideal surface area ratio of elements 10b as taught by 
Kamiyama, the elements are not detrimental and do provide jaw support. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTORIA W. CHEN whose telephone number is 
(571)272-3356. The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



^ "surround." Dictionary.com Unabridged (v 1.1). Random House, !nc. 10 Oct. 2008. 
<Diclionary.com hllp://diaionarv.referencexo?7i/browse/surround>. 



Application/Control Number: 10/015,868 Page 
Art Unit: 3739 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael Peffley/ 

Primary Examiner, Art Unit 3739 

/Victoria W Chen/ 
Examiner, Art Unit 3739 



